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Making the most out of my research

Patents and other intellectual properties I cannot afford to ignore

Heinz Mueller
Swiss Federal Institute of Intellectual Property

Content of the course

...

• 27th September 2019 (8:30 – 12:00 ; 13:00-16:30)

• Introduction, objectives of the workshop & overview of day

• Basic concepts of intellectual property

• Copyright, design, trademarks

• Patents, basic concepts

• Patent rights in biotech / pharma

• Understanding the content of a patent (exercise: writing a claim)

• Patenting strategies

• Patent information as knowledge source

• Q & A

michaelfischer1978@web.demichaelfischer1978@web.de
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Objectives of the course:

• Gain sufficient understanding of IP rights

• Know the basic does and don‘ts

• Make use of the patent system for advancing your research

...

4

Introduction to IP

From Invention to Innovation 
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Genius is 1% inspiration and 99% prespiration (Thomas Alva Edison)

Idea = Inspiration

Invention/Creation = Perspiration

Innovation = Business

..

5

The Innovation Cycle

R & D
Invention

Protection rights
market exclusivity

RoI

Innovation drives the economy

Sucsessful
market entry
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Basic Concepts of Intellectual Property

Some IP found in a mobile phone

Trade marks:

• iPhone

• Made for iPhone

• Software “iOS”

Patents:

• Data-processing methods

• Semiconductor circuits

• Chemical compounds

• …

Copyrights:

• Software code

• Instruction manual

• Ringtone

• …

Trade secrets:

?

Designs (some of them registered):

• Form of overall phone

• Arrangement of the apps

• Appearance of apps

•…

© Nokia
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Apples iPhone related patents

...
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Since 2000 (until 2012) Apple filed
~1300 mobile phone patents

Technology Number of patents

iPhone, Smartphone 416

Camera 279

User Interface 232

Display, Screen 149

Battery 88

Antenna 75

Calendar 31

Voice control 5

What is Intellectual Property?

• Intellectual property (IP) refers to the ownership of intangible and non-physical goods. It is 

knowledge which a person or institution can claim ownership of.

• IP is an intangible asset which can be given a financial value and as such IP can be bought, 

sold (traded), mortgaged or licensed.

...

10



03.10.2019

6

Why Intellectual Property Protection?

• Effective protection of IP is an essential tool of government in 

encouraging innovation. 

• Innovation typically requires substantial investment in education, 

research and development, and labor to bring a new idea to the 

marketplace. 

• If others can steal the idea once it is proven, undermining the 

creator’s ability to recoup the cost of his or her innovative investment, 

the incentive to innovate is reduced.

 Protecion of IP drives innovation/economy

...

11

Disregarding the protection system

• „Reinvention of the wheel“

Loss of time and development

costs

• No protection

Loss of exclusivity

• Infringement of existing rights

Infringement action with cost

effect

Annual loss in Switzerland

~ 5 - 7‘000‘000‘000.- CHF
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Acetyl salicylic acid

registered trademark since 1899

…

14

Aspirin is synthesized by

acetylation of sialicylic acid –

obtained from the bark of the

willow tree

Sales today for
Bayer:
ca. 6-800 m Euro p.a.
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Intellectual Property Rights

Copyright Industrial Property Rights

Literature

artistic

scientific

works

Design Inventions Trademark

Varieties

Protection

70 y. after U 5 x 5 y. 20 y. (+5) 10 y. * X

Topo-

graphies

10 y. 25-30 y. 

...

16

Copyright

©
Object of protection: 

Form not Idea

Save your money 

grandma, I can 

download the 

song for you
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 artistic, dramatic, musical, 

photographic, artistic works 

recorings, films, broadcasts

Products may have more than 

one copyright 

Duration of protecion

•70 years sfter the death of the 

author/creator

 No formalities – no application

protecion is automatic!
 Starts from the moment of 

creation

 Protection right belongs always to a 

natural person

…03.10.2019 17

© use optional

Misuse is criminal

Copyright

Design
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Design
Form, appearance of a product (what is visible)

(not ist function, not the manufacturing process)

Design has to be registered

Registration will be examined

•Requirement of novelty (Must differ from previous desings in material details)

•Must have an individual character

•Not for appearances of a product which are solely dicated

by the product‘s technical fundtion

•Designs contrary to public order and morality are not registered

5 x 5 years

 Fees CHF 200.-

for 5 years

Trademark

 The trademark is a sign which identifies 

specific products and services of a 

company and allows to distiguish  them 

from products and services of other 

companies.

 Must be non-descriptive of the 

product and service

 Protection period:

• 10 years (extentable)

 Protection 

• List of goods and services

 Formalities

• Examination

•  Fees

CHF 550.- for 10 years
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Most valuable global trademarks in 2017

The internationalization

The challenge facing inventors in the 19th century caused many who had been 

invited to the Austria-Hungary international exhibition of inventions held in 

Vienna in 1873 to be unwilling to exhibit their inventions because of fear of 

copycats.

1883 signing of the

Paris Convention for the Protection of Industrial Property

by Belgium, Brazil, El Salvador, France, Guatemala, Italy, the Netherlands, 

Portugal, Serbia, Spain and Switzerland

...

22
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Paris Convention for the Protection of Industrial Property

The Convention was signed in 1883 by 11 countries: today 175 contracting parties (7.11.2018)

Today

The Paris Convention is administered by the World Intellectual Property Organization (WIPO), based in Geneva, Switzerland

The cornerstones of the Paris Convention

The Paris Convention applies to industrial property in the widest sense, including patents, 

trademarks, industrial designs, utility models, service marks, trade names, geographical 

indications and the repression of unfair competition.

National treatment: According to Articles 2 and 3 of this treaty, juristic and natural persons who 

are either national of or domiciled in a state party to the Convention shall, as regards the 

protection of industrial property, enjoy in all the other countries of the Union, the advantages that 

their respective laws grant to nationals. 

Priority right: It provides that an applicant from one contracting State shall be able to use its 

first filing date (in one of the contracting State) as the effective filing date in another contracting 

State, provided that the applicant, or his successor in title, files a subsequent application within 6 

months (for industrial designs and trademarks) or 12 months (for patents and utility models) from 

the first filing. 
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• The Agreement on Trade Related Aspects of Intellectual Property Rights (TRIPS) is an 

international agreement administered by the World Trade Organization (WTO) that sets 

down minimum standards for many forms of IP regulation as applied to nationals of other 

WTO Members. It was negotiated at the end of the Uruguay Round of the General Agreement 

on Tariffs and Trade (GATT) in 1994.

• TRIPS contains requirements that nations' laws must meet for copyright rights, including the 

rights of performers, producers of sound recordings and broadcasting organizations; 

geographical indications, including appellations of origin; industrial designs; integrated circuit 

layout-designs; patents; monopolies for the developers of new plant varieties; trademarks; and 

undisclosed or confidential information.

...

25

Agreement on Trade-Related Aspects of Intellectual Property Rights (TRIPS)

TRIPS

...

Paris Convention for 
the Protection of 

Industrial Property Washington Treaty on 
Intellectual Property
in Respect of Integrated 
Circuits

Berne Convention
for the Protection of 
Literary and Artistic 
Works

Rome Convention for the 
Protection of Performers, 
Producers of Phonograms 
and Broadcasting 
Organizations
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Patents

28

Patents 

A Patent  is a  Right for its Owner to
Exclude Thirds from a  Commercial  Exploitation

of the Invention.

The patent is therefore a prohibiting right 
and not a right to use.
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That by the authority of this Council is granted to 
Mr. Galileo Galilei that for the space of the next 
twenty years others than him or his agents are 
not allowed in the city or any place in our state to 
make, have made, or, if made elsewhere, to use 
the device invented by him for raising water and 
irrigating fields, by which with the motion of only 
one horse twenty buckets of water that are 
contained in it run out continuously; under pains 
of losing the devices which will go to the 
supplicant, and 300 ducats, a third of which will 
be for the accuser, a third for the magistrate who 
undertakes the prosecution, and a third for our 
Arsenal; the supplicant being obligated, however, 
to have made known this new type of device 
within one year, and that it has not been invented 
or recorded by others, and that a patent has not 
been granted [on the same device] to others; 
otherwise the present grant will be void.
(Le opere di Galileo Galilei, XIX:128-129. Translation by Albert Van Helden)

A patent to Galileo Galilei (Venice 1594)

 Time limit
 Exclusivity
 Territoriality
 Right of Prohibition
 Novelty

The Patent
• Art. 1

1 Patents for inventions are 

granted for new inventions 

applicable in industry.

2 Anything that is obvious 

having regard to the state of the 

art is not patentable as an 

invention.

• Art. 50

1 The invention must be 

described in the patent 

application in such a manner 

that it can be carried out by a 

person skilled in the art.
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Disclosure

In return to the exclusive right for exploitation

• the inventor must disclose all that he/she knows about the
invention in the patent application

• the patent application and the patent  are published

(patent applications in general 18 months after filing) 

What is an invention?

An invention solves a technical problem 

with technical means. 

"Anything under the sun made by man.«

35 U.S. Code § 101
Whoever invents or discovers any new and useful 
process, machine, manufacture, or composition of matter, 
or any new and useful improvement thereof, may obtain a patent 
therefor, subject to the conditions and requirements of this title.
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EPO: „aesthetic creation“
 not patentable

What is a discovery?- What is an invention?

34

Discovery

= Description of something 

existing

= Extension of human knowledge

Invention

= Instruction how to solve a 

problem with technical means

= Extension of human abilities

Penicillin

Penicillium 

notatum
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Novelty

§ 1(1)

§ 54(1)

§ 101

Inventive

§ 1(2)

§ 56(1)

(non-obvious § 103)

General Requirements for Obtaining a Patent

Technical Solution for a Technical Problem

Industrial Application

1(1)

§ 57

(utility § 101)

CH

EPC

USC 35

Disclosure,  Reproducibility  (by a specialist in the field)

1949!

1964

Novelty
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Prior Art includes….

„… everything that had been made available to the public before the

filing or priority date in writing or orally, by means of usage, or in 

any other way.“ (Patent Law)

• Published patents and patent applications

• Scientific papers

• News paper articles

• Flyers

• Radio or TV broadcastings

• Public presentations (psters and oral)

• Photographs

• Internet (Web pages)

• Approved grants might be published

From “Publish or Perish” to

“Patent and Prosper”?

38

Novelty destroying: anything revealed

about the invention in writing or orally

before the patent application
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Publish and perish
UC Berkley

laser scanning

Do both: patent and publish

...

Research Results

Scientific publication

Invited Talks
Grant applications

Job applications

Visibility

Licencse agreements
Collaborations

profits
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(Not) inventive/obvious…?

Prior art

Obvious!
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Inventive step

Title: Compositions and their use for treating 
gastrointestinal disorders

EP0282132
Applicant: The Procter & Gamble Company

Since for the reasons given in this decision it was, in the board's opinion, 
obvious for the skilled person to arrive at the proposed solution of the 
technical problem concerned.

Claim 1. Pharmaceutical compositions useful for treating or preventing 
gastrointestinal disorders, said compositions comprising: 
(a) a bismuth-containing agent; 
(b) an H2 receptor blocking anti-secretory agent; and 
(c) a pharmaceutically-acceptable carrier. 

44(No) industrial application…

An invention shall be taken to be capable of industrial application 

if it can be made or used in any kind of industry, including agriculture. 

Salt water

desalination

plant
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Industrial applicability

Title: Novel PTP20, PCP-2, BDP1, CLK and SIRP proteins and related 
products and methods

Claim 1. An isolated, enriched or purified BDP1 polypeptide comprising at least 
200 contiguous amino acids of the amino acid sequence of Figure 3."

In cases where a substance, naturally occurring in the human body, is identified, and 
possibly also structurally characterised and made available through some method, but 
either its function is not known or it is complex and incompletely understood, and no 
disease or condition has yet been identified as being attributable to an excess or 
deficiency of the substance, and no other practical use is suggested for the substance, 
then industrial applicability cannot be acknowledged. Even though research results 
may be a scientific achievement of considerable merit, they are not necessarily an 
invention which can be applied industrially.

EP0914452,: Applicant: Max Planck Gesellschaft (Munich)

What can be patented? 

• a machine or apparatus

• a process or method

• a manufacture or article of manufacture

• a composition of matter 

• a new and useful improvement thereof
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Is owned by the employer and not the programer

Copyright Protection of Software 

• Only the particular expression of an 

idea is protected, but the idea itself is 

not protected. (form not function)

• Programs for the automated handling of

information

• Protection period

• 50 years after death of programmer

•No formalities!

Copyright Protection of Software

Advantage:

• The major advantage to copyright protection is that it is inexpensive and easy to obtain (in 

fact, it does not cost anything and is automatic).

• Another advantage to copyright protection is its duration.

Disadvantage:

• The main disadvantage of copyright protection for computer programs is it does not protect 

the functionality or technique of the program. 

•  Another software developer can develop other software that performs the same function 

without infringing the copyright.
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…

Software-related inventions? 

• Article 52(2) EPC

• The following in particular shall not be regarded as inventions within

the meaning of paragraph 1:

• (a) discoveries, scientific theories and mathematical methods;

• (b) aesthetic creations;

• © schemes, rules and methods for performing mental acts, playing

games or doing business, and programs for computers;

• (d) presentations of information

•  Sofware is protected by copyright (except the US  patents)

Computer-implemented inventions (CII)

Computer-implemented inventions are treated differently by patent offices in different 

regions of the world.

For being patentable, computer programs must have a technical character that distinguishes 

them from computer programs “as such”.

The technical effect may result, for example, from the control of an industrial process or the 

working of a piece of machinery, or from the internal functioning of the computer itself (e.g. 

memory organisation, program execution control, interface control) under the influence of 

the computer program.
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Software-related patents exist!

• Algorithms as such are not protectable

• A patent for a computer program gives the patent owner during the term of the patent the 

exclusive right over any algorithm that performs the same function and solves the same 

problem as the patented program.

• Advantage: protection ot the effect of a software (Copyright protects the form it is written in)

• Disadvantages: «only» 20 years maximum protection, protection of the process (function), the

software itself is not protected (however, nondisclosure of the source code)

• result by chance: 

selective (natural) 

breeding of a new

variety of roses

XP

F1

amam
an an

an anam am

Reproducibility
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Not patentable

plant or animal varieties or essentially 

biological processes for the production of 

plants or animals; an "animal variety" is not 

legally defined in patent law, but may be taken to 

be a group of animals of the same species which 

have been selected to constitute a breed having 

at least one significant and identifiable 

characteristic.

54

Exclusions from Patentability

• Inventions contrary to

Ordre Public or Morality

The purpose of the law is to Exclude from protection inventions likely to induce
riot or public disorder, or lead to criminal or other generally offensive behaviour.

However, the denial of a patent does not prevent use of such inventions.
Moreover, it is impossible to deny a patent merely because exploitation is
prohibited by law.
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Immoral: the commercial

exploitation of the human embryo

Ruling of the European Court of Justice (ECJ):
It is immoral to destroy human embryos to obtain
stem cells.

Exclusion from Patentability

patenting in the medical field is constrained by the exclusion from 

patentability of 

methods of treatment of the human or animal body by therapy or 

surgery, or methods of diagnosis performed on the human or 

animal body.

This exclusion applies only to methods of treatment and diagnosis and 

not to the materials used in such methods,

...

( in         possible) 



03.10.2019

29

...

57

Not technical

 Gaming instructions

 Training instructions for
athletes

Not patentable

• Not technical

• Business methods

• Concepts
• Bookkeeping systems

• Lottery systems

• Marketing concepts

 Instructions to the mind
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Exemption from Protection

• For private use

• Education

Exemption from protection

Research and Development

• Research on the object for free

• Research with the object not for free

(research tools)
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Utility Model

 Gebrauchsmuster
 modèle d'utilité
 modello di utilità
 modelos de utilidad

 A number of products were labeld between 1891 and approx. 1945 with
"D.R.G.M.", often together with the protection right number.
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Utility Models in:

Albania,

Angola,

Argentina,

ARIPO,

Armenia,

Aruba,

Australia,

Austria,

Azerbaijan,

Belarus,

Belize,

Brazil,

Bolivia,

Bulgaria,

Chile,
China,
Colombia,
Costa Rica,
Czech Republic,
Denmark,
Ecuador,
Estonia,
Ethiopia,
Finland,
France,
Georgia,
Germany,
Greece,
Guatemala, 
Honduras,
Hungary,

Indonesia,
Ireland,
Italy,
Japan,
Kazakhstan,
Kuwait,
Kyrgyzstan
Laos,
Malaysia, 
Mexico,
OAPI, 
Peru,  
Philippines, 
Poland, 
Portugal, 
Republic of Korea, 
Republic of Moldova, 

Russian Federation, 
Slovakia, 
Spain, 
Taiwan,
Tajikistan, 
Trinidad & Tobago, 
Turkey, 
Ukraine, 
Uruguay
Uzbekistan

no US, no Canada, no UK, no EPO

Utility Models

some bizzare examples
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A patent is not a guarantee for the quality of the

invention!

A valid patent is not a right to sell or use the invention!

Misconception

Misconception

Patented inventions are kept secret

• • the inventor must disclose all that he/she knows about

the invention in the patent application

• • the patent is published worldwide (internet)

• Information in return of the 

• commercialisation monopoly
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…

Misconception

Patented inventions are protected worldwide

protection rights only

in the country where 

you claim it

Principle of territoriality

...

68

The end of a 

mythe

The formula of Coca-Cola

Keep it secret! Trade SecretOther protections
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Open innovation

 Open innovation is the use of 
purposive inflows and outflows of 
knowledge to accelerate internal 
innovation, and expand the markets 
for external use of innovation, 
respectively. [This paradigm] assumes 
that firms can and should use external 
ideas as well as internal ideas, and 
internal and external paths to market, 
as they look to advance their 
technology.”

...

70
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Who owns the invention? 

• Where a scientist is employed to produce a 
solution to a problem, the employer is entitled to 
the ownership of the patent. (labor contract, no 
additional compensation)  service invention

• a service invention can also be made during leisure time, on holiday, or after 
office/working  hours

•  employer
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Free inventions

Free inventions are those made during the 
term of employment but which have neither 
originated from the employees’ tasks nor are 
essentially based on the experience or 
activities of the company.

employee

ETH PATENT POLICY

Royalties

•1/3 for the inventor

• 1/3 for free research of the respective institute

• 1/3 for ETH for research and technology transfer
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Heinz Mueller
Swiss Federal Institute of Intellectual Property

Glendale Inquiry


